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REMARKS 

Claims 1 and 2 are independent and each embody heating and pressing a prepreg and 
metal foil at a temperature not lower than a softening point of a resin impregnated into the 
prepreg, while the temperature allows the resin to be kept in stage-B status. The Examiner relies 
exclusively on the combination of Lifshin et al, *395 ("Lifshin'*) and Tani et al. '265 ("Tani") as 
allegedly disclosing this feature of the present invention (note that Deardorf in the rejection 
against claim 2 is relied on only for teaching multi-layer laminating). These rejections are 
respecifiilly traversed for the following reasons. 

As a preliminary matter, the Examiner does not appear to cite any specific portion of 
Lifshin which addresses the use of a mold-releasing sheet as claimed, and the Examiner's relied 
on portion of Lifshin is silent as to peeling off of the mold-releasing sheet. In imposing a 
rejection under 35 U.S.C. §103, the Examiner is required to point to "page and line" wherein an 
applied reference is perceived to identically disclose each feature of a claimed invention. In re 
Rijckaert, 9 F.3d 1531, 28 USPQ2d 1955 (Fed. Cir. 1993); Lindemann Maschinenfabrik GMBH 
V. American Hoist & Derrick Co., 730 F.2d 1452, 221 USPQ 481 (Fed. Cir, 1 984). 

Further, the Examiner admits that Lifshin does not disclose heating/pressing at a 

temperature allowing the resin to be kept in a stage-B status, and relies on col. 14, lines 16-32 of 

Tani to obviate this admitted deficiency of Lifshin, Turning to the cited prior art, Lifshin 

discloses conventional lamination of a foil and prepreg. In this regard, Lifshin discloses: 

[t]he lamination step is accomplished in the conventional manner by pressing the 
treated surface of the foil against treated glass epoxy prepreg sheet material. This 
is done at sufficiently elevated temperatiires so that the epoxy will initially be 
fluid enough to permit it to flow in and around the irregular surfaces of the copper 
foil which, upon curing, will produce strong mechanical interlocking therewith. 
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As evidenced by the cited portion, Lifshin expressly desires elevated temperatures during 

lamination so as to cause epoxy flow and curing within the same process to produce strong 

mechanical interlocking^ Accordingly, Lifshin teaches away from setting a temperature in which 

stage-B is maintained in order to obtain the objective of producing a strong mechanical 

interlocking between the prepreg epoxy and copper foil. As such, the Examiner's proposed 

modification of Lifshin would render Lifshin inoperable for its intended purpose and would 

therefore be non-obvious. The Examiner is directed to MPEP § 2143.01 under the heading 

"THE PROPOSED MODIFICATION CANNOT RENDER THE PRIOR ART 

UNSATISFACTORY FOR ITS INTENDED PURPOSE" 

If proposed modification would render the prior art invention being modified 
imsatisfactory for its intended purpose, then there is no suggestion or motivation 
to make the proposed modification. In re Gordon, 733 F.2d 900, 221 USPQ 1125 
(Fed.Cir. 1984), 

In the instant case, it is respectfiJly submitted that the proposed modification of Lifshin with the 
teachings of Tani would render Lifshin inoperable for its intended purpose of producing a strong 
mechanical interlocking between the prepreg epoxy and copper foil, so that "there is no 
suggestion or motivation to make the proposed modification," In this regard, Lifshin teaches 
away from the proposed modification. 

Moreover, Tani is unrelated to the device of Lifshin. That is, Lifshin is directed to 
coupling a metal foil to a prepreg sheet which is not in stage-B status, whereas Tani is directed to 
transferring a coupling aecnt to an epoxy resin sheet which is already in a stage-B status prior to 
the lamination (col. 14, lines 16-17). In this regard, lamination steps for a coupling agent-to- 
resin sheet (Tani) are not attributable to lamination steps for a metal foil-to-prepreg sheet 
(Lifshin), as the interface properties between the two distinct laminated materials would be 
diflferent 
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In sum, as Ihe process of Lifshin is specifically designed to create resin flow and curing 
into irregular swfaces of the foil, Lifshin teaches away firom the proposed modification. 

Further, the two processes disclosed in Tani and Lifshin are not related, leaving the 
proposed combination without any motivation. The Escaminer asserts that coL 9, lines 25-35 of 
Tani suggests the desirability of stage-B temperature during lamination to "allow the prepreg 
layer to be cured in a separate step." However, this portion of Tani does not provide any 
motivation for maintaining a stage-B status. Rather, this portion of Tani merely indicates that 
the resin and coupling agent are stuck together in a manner (heated or pressed) depending on the 
properties of resin used. In this regard^ Tani discloses that maintaining the stage-B occurs when 
the resin properties for the selected resin mandate use of pressing without heat. Accordingly, the 
alleged stage-B processing of Tiani is merely a result of the type. of resin used. As such, Tani 
does not provide motivation for specifically using stage-B laminating, and certainly does not 
suggest modification of the expressly desired non-stage-B processing disclosed in Lifshin. 

Nonetheless, in order lo expedite prosecution, the claims have been amended to embody 
a particular order of processing to emphasis the different structural arrangements resulting 
therefrom, as well as heating and pressing using a partial heat and press means to emphasis the 
different comiection processing. Neither Lifshin nor Tani, alone or in combination, disclose or 
suggest each and every limitation recited in the claimed combinations. 

The Examiner is directed to MPEP § 2143.03 under the section entitled "All Claim 

Limitations Must Be Taught or Suggested", which sets forth the applicable standard for 

estabi ishing obviousness under § 103 : 

To establish prima facie obviousness of a claimed invention, all the claim 
limitations must be taught or suggested by the prior art. (citing In re Royka, 1 80 
USPQ 580 (CCPA 1974)), 
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In the instant case, the pending rejection does not "establish prima facie obviousness of 
[the] claimed invention" as recited in claims 1-2 because the proposed combinations fail Ihe *'all 
the claim limitations" standard required under § 103. 

Under Federal Circuit guidelines, a dependent claim is nonobvious if the independent 
claim upon which it depends is allowable because all the limitations of the ind^endent claim are 
contained in the dependent claims, Hartmss International Inc. v. Simplimalic Engineering Co., 
819 F.2d at 1 100, 1108 (Fed. Cir. 1987). Accordingly, as claims 1 and 2 are patentable for the 
reasons set forth above, it is respectfully submitted that all claims dependent thereon are also 
patentable. In addition, it is respectfully submitted that the dependent claims are patentable 
based on their own merits by adding novel and non-obvious features to the combination. 

Based on the foregoing, it is respectfully submitted that all pending claims are patentable 
over the cited prior art. Accordingly, it is respectfully requested that the rejections under 35 
U.S.C. § 103 be withdrawn. 



CONCLUSION 

Having fully and completely responded to the Office Action, Applicant submits that all of 
the claims are now in condition for allowance, an indication of which is respectfully solicited. If 
there are any outstanding issues that might be resolved by an interview or an Examiner's 
amendment, the Examiner is requested to call Applicants' attorney at the telephone number 
shown below. 
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To the extent necessary, a petition for an extension of time under 37 C.F.R. 1.136 is 
hereby made. Please charge any shortage in fees due in connection with the filing of this paper, 
including extension of time fees, to Deposit Account 500417 and please credit any excess fees to 
such deposit accoimL 

Respectfully submitted, 
McDERMOTT WILL & EMERY LLP 




Registration No. 46,692 



600 13** Street, N.W. Please recognize our Customer No. SSOiSO 

Washington, DC 20005-3096. as our correspondence address* 

Phone: 202,756.8000 RMF:MaM 
FacsimUe: 202,756,8087 
Date: January 11, 2008 
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